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IN THE DRAWINGS : 

The attached sheets of replacement drawings includes a new Figure 5. 

Attachment: Replacement Sheet 
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REMARKS 

This is intended as a full and complete response to the Final Office Action dated 
June 16, 2005, having a shortened statutory period for response set to expire on 
September 16, 2005. 

Claims 13-19, 22-28, and 32-37 remain pending in the application after entry of 
this response. Claims 29-31 have been cancelled. Reconsideration of the rejected 
claims is respectfully requested for reasons presented herein. 

Drawings 

The Examiner objected to the drawings for failing to show adjacent inserts. 

Applicants are submitting herewith a set of Replacement Drawings that includes 
a new Figure 5. Figure 5 shows the spacer of one insert being in contact with an 
adjacent insert. The specification has been amended to reflect the changes to the 
drawings. No new matter has been added. Withdrawal of the objection is respectfully 
requested. 

35U.S.C.S 102 

Claims 13-15, 19, 22, 23, 24, 26, and 32 stand rejected under 35 U.S.C. § 102(b) 
as being anticipated by Neff '952. 

Neff discloses a downhole cutting tool having cutting elements which have 
protruding edges. Neff does not teach, show, or suggest at least one spacer extending 
from at least a portion of at least one of the sides, wherein the at least one spacer is in 
contact with another milling insert, as recited in claim 13. Neff also does not teach, 
show, or suggest at least one spacer extending from at least a portion of at least one of 
the sides, wherein the at least one spacer is in contact with another cutting insert, as 
recited in claim 23. Withdrawal of the rejection is respectfully requested. 

Page 8 

401057_1 



PATENT 

Atty. DM. No. WEAT/0269 

Claims 13-14, 22, 23, 26, and 32 stand rejected under 35 U.S.C. § 102(b) as 
being anticipated by Lynde, '666. 

Lynde discloses cutting elements disposed on a cutting blade. However, as 
shown in Figures 7-13, the cutting elements have a frusto-conical shape. Lynde does 
not teach, show, or suggest at least one spacer extending from at least a portion of at 
least one of the sides, wherein the at least one spacer is in contact with another milling 
insert, as recited in claim 13. Lynde also does not teach, show, or suggest at least one 
spacer extending from at least a portion of at least one of the sides, wherein the at least 
one spacer is in contact with another cutting insert, as recited in claim 23. Withdrawal 
of the rejection is respectfully requested. 

Claims 23, 30, and 31 stand rejected under 35 USC § 102(b) as being 
anticipated by Hutchinson, U.S. Paten No. 5,908,071. 

Hutchinson discloses wellbore mills and inserts. Hutchinson does not teach, 
show, or suggest at least one spacer extending from at least a portion of at least one of 
the sides, wherein the at least one spacer is in contact with another cutting insert, as 
recited in claim 23 and claims depending therefrom. Withdrawal of the rejection is 
respectfully requested. 

35 U.S.C. § 103 

Claims 16-18 stand rejected under 35 USC § 103 (a) as being unpatentable over 

Lynde. 

Claims 16-18 depends from claim 13. As discussed above, Applicants believe 
claim 13 is in condition for allowance. Therefore, Applicants also believe claims 16-18 
are in condition for allowance. Withdrawal of the rejection is respectfully requested. 

Claims 25, 27, 28, and 37 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Lynde in view of Hall. 

Lynde discloses cutting elements disposed on a cutting blade. As shown in 
Figures 7-13, the cutting elements have a frusto-conical shape. Hall shows a two 
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component insert in which a first component is attached to the bit while the second 
component is anchored to the first component. The references, neither alone nor in 
combination, teach, show, or suggest at least one spacer extending from at least a 
portion of at least one of the sides, wherein the at least one spacer is in contact with 
another cutting insert, as recited in claim 23. Also, the references, neither alone nor in 
combination, teach, show, or suggest at least one spacing member extending a first 
distance from at least a portion of the side and a plurality of extension members 
extending a second distance from the base, wherein the first distance is longer than the 
second distance, as recited in claim 33. Withdrawal of the rejection is respectfully 
requested. 

Claim 29 stands rejected under 35 USC § 103(a) as being unpatentable over 
Lynde in view of Hall as applied to claim 27 and further in view of Brunnert, '576. 

As discussed above, neither Lynde nor Hall disclose a spacer. Brunnert 
discloses an insert disposed in a recess. Brunnert's insert includes a tab for proper 
positioning in the recess. However, Lynde does not disclose inserts positioned in a 
recess. Thus, there is no motivation to combine the tab of Brunnert with the inserts of 
Lynde. The references, neither alone nor in combination, teach, show, or suggest at 
least one spacer extending from at least a portion of at least one of the sides, wherein 
the at least one spacer is in contact with another cutting insert, as recited in claim 23. 
Withdrawal of the rejection is respectfully requested. 

Claims 33-36 stand rejected under 35 USC § 103(a) as being unpatentable over 
Hutchinson in view of Hall. 

Hutchinson discloses wellbore mills and inserts. Hutchinson's insert has a tab 
(453) designed to mate with the recess (455) of an adjacent insert. However, the tabs 
are not spacers. As shown in Figure 18E, after the inserts are positioned next to each 
other, the tabs do not "space" apart the adjacent inserts. Hall does not disclose 
spacers. The references, neither alone nor in combination, teach, show, or suggest at 
least one spacing member extending a first distance from at least a portion of the side, 
at least one spacing member extending a first distance from at least a portion of the 
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side, wherein the at least one spacing member is in contact with another cutting insert, 
and a plurality of extension members extending a second distance from the base, 
wherein the first distance is longer than the second distance, as recited in claim 33. 
Withdrawal of the rejection is respectfully requested. 



In conclusion, the references cited by the Examiner, alone or in combination, do 
not teach, show, or suggest the invention as claimed. 

Having addressed all issues set out in the office action, Applicants respectfully 
submit that the claims are in condition for allowance and respectfully request that the 
claims be allowed. 



Conclusion 



Respectfully submitted, 




Registration No. 46,222 
Patterson & Sheridan, L.L.P. 
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Telephone: (713)623-4844 
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Attorney for Applicants 
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